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(2) If the application contains more
than one independent and distinct in-
vention and a requirement for restric-
tion or for the filing of divisional appli-
cations cannot be made or maintained
pursuant to this paragraph, applicant
will be so notified and given a time pe-
riod to:

(i) Elect the invention or inventions
to be searched and examined, if no
election has been made prior to the no-
tice, and pay the fee set forth in
§1.17(s) for each independent and dis-
tinct invention claimed in the applica-
tion in excess of one which applicant
elects;

(ii) Confirm an election made prior to
the notice and pay the fee set forth in
§1.17(s) for each independent and dis-
tinct invention claimed in the applica-
tion in addition to the one invention
which applicant previously elected; or

(iii) File a petition under this section
traversing the requirement. If the re-
quired petition is filed in a timely
manner, the original time period for
electing and paying the fee set forth in
§1.17(s) will be deferred and any deci-
sion on the petition affirming or modi-
fying the requirement will set a new
time period to elect the invention or
inventions to be searched and exam-
ined and to pay the fee set forth in
§1.17(s) for each independent and dis-
tinct invention claimed in the applica-
tion in excess of one which applicant
elects.

(3) The additional inventions for
which the required fee has not been
paid will be withdrawn from consider-
ation under §1.142(b). An applicant who
desires examination of an invention so
withdrawn from consideration can file
a divisional application under 35 U.S.C.
121.

(c) The provisions of this section
shall not be applicable to any applica-
tion filed after June 8, 1995.

[60 FR 20226, Apr. 25, 1995]
AFFIDAVITS OVERCOMING REJECTIONS

§1.130 Affidavit or declaration of attri-
bution or prior public disclosure
under the Leahy-Smith America In-
vents Act.

(a) Affidavit or declaration of attribu-
tion. When any claim of an application
or a patent under reexamination is re-
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jected, the applicant or patent owner
may submit an appropriate affidavit or
declaration to disqualify a disclosure
as prior art by establishing that the
disclosure was made by the inventor or
a joint inventor, or the subject matter
disclosed was obtained directly or indi-
rectly from the inventor or a joint in-
ventor.

(b) Affidavit or declaration of prior
public disclosure. When any claim of an
application or a patent under reexam-
ination is rejected, the applicant or
patent owner may submit an appro-
priate affidavit or declaration to dis-
qualify a disclosure as prior art by es-
tablishing that the subject matter dis-
closed had, before such disclosure was
made or before such subject matter was
effectively filed, been publicly dis-
closed by the inventor or a joint inven-
tor or another who obtained the sub-
ject matter disclosed directly or indi-
rectly from the inventor or a joint in-
ventor. An affidavit or declaration
under this paragraph must identify the
subject matter publicly disclosed and
provide the date such subject matter
was publicly disclosed by the inventor
or a joint inventor or another who ob-
tained the subject matter disclosed di-
rectly or indirectly from the inventor
or a joint inventor.

(1) If the subject matter publicly dis-
closed on that date was in a printed
publication, the affidavit or declara-
tion must be accompanied by a copy of
the printed publication.

(2) If the subject matter publicly dis-
closed on that date was not in a print-
ed publication, the affidavit or declara-
tion must describe the subject matter
with sufficient detail and particularity
to determine what subject matter had
been publicly disclosed on that date by
the inventor or a joint inventor or an-
other who obtained the subject matter
disclosed directly or indirectly from
the inventor or a joint inventor.

(c) When this section is not available.
The provisions of this section are not
available if the rejection is based upon
a disclosure made more than one year
before the effective filing date of the
claimed invention. The provisions of
this section may not be available if the
rejection is based upon a U.S. patent or
U.S. patent application publication of a
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patented or pending application nam-
ing another inventor, the patent or
pending application claims an inven-
tion that is the same or substantially
the same as the applicant’s or patent
owner’s claimed invention, and the af-
fidavit or declaration contends that an
inventor named in the U.S. patent or
U.S. patent application publication de-
rived the claimed invention from the
inventor or a joint inventor named in
the application or patent, in which
case an applicant or a patent owner
may file a petition for a derivation pro-
ceeding pursuant to §42.401 et seq. of
this title.

(d) Applications and patents to which
this section is applicable. The provisions
of this section apply to any application
for patent, and to any patent issuing
thereon, that contains, or contained at
any time:

(1) A claim to a claimed invention
that has an effective filing date as de-
fined in 35 U.S.C. 100(i) that is on or
after March 16, 2013; or

(2) A specific reference under 35
U.S.C. 120, 121, or 365(c) to any patent
or application that contains, or con-
tained at any time, a claim to a
claimed invention that has an effective
filing date as defined in 35 U.S.C. 100(i)
that is on or after March 16, 2013.

[78 FR 11058, Feb. 14, 2013]

§1.131 Affidavit or declaration of prior
invention or to disqualify com-
monly owned patent or published
application as prior art.

(a) When any claim of an application
or a patent under reexamination is re-
jected, the inventor of the subject mat-
ter of the rejected claim, the owner of
the patent under reexamination, or the
party qualified under §1.42 or §1.46,
may submit an appropriate oath or
declaration to establish invention of
the subject matter of the rejected
claim prior to the effective date of the
reference or activity on which the re-
jection is based. The effective date of a
U.S. patent, U.S. patent application
publication, or international applica-
tion publication under PCT Article
21(2) is the earlier of its publication
date or the date that it is effective as
a reference under 35 U.S.C. 102(e) as in
effect on March 15, 2013. Prior inven-
tion may not be established under this
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section in any country other than the
United States, a NAFTA country, or a
WTO member country. Prior invention
may not be established under this sec-
tion before December 8, 1993, in a
NAFTA country other than the United
States, or before January 1, 1996, in a
WTO member country other than a
NAFTA country. Prior invention may
not be established under this section if
either:

(1) The rejection is based upon a U.S.
patent or U.S. patent application publi-
cation of a pending or patented appli-
cation naming another inventor which
claims interfering subject matter as
defined in §41.203(a) of this title, in
which case an applicant may suggest
an interference pursuant to §41.202(a)
of this title; or

(2) The rejection is based upon a stat-
utory bar.

(b) The showing of facts for an oath
or declaration under paragraph (a) of
this section shall be such, in character
and weight, as to establish reduction to
practice prior to the effective date of
the reference, or conception of the in-
vention prior to the effective date of
the reference coupled with due dili-
gence from prior to said date to a sub-
sequent reduction to practice or to the
filing of the application. Original ex-
hibits of drawings or records, or photo-
copies thereof, must accompany and
form part of the affidavit or declara-
tion or their absence must be satisfac-
torily explained.

(c) When any claim of an application
or a patent under reexamination is re-
jected under 35 U.S.C. 103 as in effect
on March 15, 2013, on a U.S. patent or
U.S. patent application publication
which is not prior art under 35 U.S.C.
102(b) as in effect on March 15, 2013, and
the inventions defined by the claims in
the application or patent under reex-
amination and by the claims in the
patent or published application are not
identical but are not patentably dis-
tinct, and the inventions are owned by
the same party, the applicant or owner
of the patent under reexamination may
disqualify the patent or patent applica-
tion publication as prior art. The pat-
ent or patent application publication
can be disqualified as prior art by sub-
mission of:
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